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THE NEW PRODUCT LAUNCH IS SUCCESSFUL

Now the fly in the ointment appears - an element 
of risk the company hasn’t addressed. Competitors
blatantly copy your new product because you don’t
have any preclusive IP or, you do have IP, and they

assert their patent(s) and demand that you cease and

desist or cut them into the market with a cross-license
so they can share in the market you blazed. Perhaps one

of the increasing number of patent trolls, companies who have
no products or services other than a portfolio of paper patents, zeroes 
in on your success and demands royalties that squeeze your profit margin.

The proverbial fly is fast becoming a swarm as the number of patents issued and
applications filed explodes. Consider this: 166,000 new patents issued in the U.S.
last year - a 42% increase over the number that issued ten years ago; and, 410,000
new applications were filed in the U.S. last year - an almost twofold increase over

the number filed ten years ago. There are 885,000 pending applications in the U.S.
Patent Office, almost three times the number pending ten years ago.  The U.S.

Patent Office has fallen woefully behind - 611,000 of these pending applications

have not yet been reached for an initial review. 

RatnerPrestia Continues 
to Build Client Relations

RatnerPrestia is pleased to have hosted a two-week visit from Mr. Hiroshi (“Hiro”) 

Fukuda of Matsushita Corporation. Matsushita Corporation, better known in the U.S. 

as Panasonic, is headquartered in Osaka, Japan and is one of the largest consumer

electronics manufacturers in the world.  RatnerPrestia has been providing patent

procurement services in the United States and Canada to Matsushita for over fifteen years.

continued on page 2

continued on page 10

a ratnerprestia publication                

®insightinsight

          



RATNERPRESTIA’S IP RISK
MANAGEMENT GROUP

IP risk management’s time has come and RatnerPrestia’s Risk

Management Group can help minimize IP infringement risk by:

This Group is aligned with RatnerPrestia’s IP Transactions 

and Dispute Resolution Groups so that appropriate expertise 

is applied to seamlessly work through the negotiation, 

arbitration or litigation that resolve the problems.

The Risk Management Group is built around a core group of

five senior lawyers with wide ranging experience, both in-house

and in private practice, handling IP infringement risks from the

design stage to the ultimate disposition of the risk through licensing

or a dispute resolution process. Included are Joshua Cohen, Paul

Prestia, Harrie Samaras, Robert Seitter and Jonathan Spadt.

Pooling their experiences, the Group has assembled appropriate

approaches and analytical tools that can be utilized at any point

in the product development process or product life cycle. 

AVOIDING SELF INFLICTED RISKS

During every development process, a company finds it useful 

or necessary to discuss the innovative project with outsiders. 

For example, market input may be needed from potential

customers, engineering help may be needed from consultants, 

co-development may be needed from other companies having 

the expertise that shortens the development cycle, software may

be needed from software developers and the design of purchased

parts or sub-assemblies may be needed from potential suppliers.  

Each relationship with outsiders requires a different agreement 

to protect confidentiality, obtain ownership of or exclusive rights

in the developed hardware or software and procure indemnities

against infringement. 

We work with our corporate clients to recognize when an

agreement is needed and to negotiate the terms that best protect

the company.

IDENTIFY RISKS EARLY

Once the characteristics of a new product are defined, the typical

development cycle includes four basic phases. Phase 1 is concept

generation; Phase 2 is a feasibility study; Phase 3 is the final

development of the product; and Phase 4 is commercialization.

Each phase brings multi-disciplinary teams together and

RatnerPrestia’s IP Risk Management Group can be an effective

part of the team.  

During Phase 1, we work with the client to develop an

understanding of the product characteristics and direct state 

of the art searches to identify relevant patents. Patent portfolios

directed to relevant design approaches are identified so that the

least risky or a new approach can be selected. A state of the art

search can provide insights into failed approaches of others and 

it can steer a unique design that lends itself to patent protection.

Potential new technologies, unknown competitors or potential

business partners may be identified.

During Phase 2, as the new product 

is being designed and tested, patent

avoidance and patent procurement emerge

as the basic thrust. Features to be avoided

are more clearly determined and design

around guidance is provided before tooling

and other costs are incurred. At the same time,

patentable subject matter is identified for the preferred design

approach and any other approach that is a viable alternative. 

The preparation of patent applications begins.

During Phase 3, as the new product is finalized, specific non-

infringement or invalidity analyses are finalized, patent filings 

for the preferred and alternative designs are completed. If

necessary, licenses are procured. This is also a time to consider

the trademark issues. If not already done, trademark clearance

searches are conducted and Marketing selects the trademark 

to be used. Intent to Use trademark applications are filed 

to secure trademark rights at the earliest possible time.

During Phase 4, foreign filing decisions are made for both

patents and trademarks and such filings are implemented. 

The most important IP task a client may well have is to 

police its patents and trademarks against competitors.
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quantifying it;

guiding the development of non-infringing 
design arounds; and 

formulating strategies for responding 
to infringement charges.
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IP CLEARANCE IS LEFT 

UNTIL PRODUCT LAUNCH

What’s a company to do who hasn’t partnered with RatnerPrestia

and the new product is ready for launch? This is the last chance

to address risk and it requires a right to use study that includes 

a search directed to the final design, infringement analyses with

respect to the patents identified and quite possibly a validity

analysis of some of the patents. Time is of the essence because 

the new blockbuster product is ready to launch.  

Counsel must understand all features of the product, how they

function and the benefits they provide along with the application

and use of the product. With this information, RatnerPrestia can

work with the company to develop a patent search strategy and

can then implement the requisite right to use search. This search

should include patents and published patent applications to

assess both the existing minefield and, as far as possible, the

patent applications that could mature into infringement problems.

Once the search results are in, we make a preliminary assessment

of the patents and published patent applications to develop 

a short list of potential problems. Counsel then meets with 

the company to shorten the initial list and develop any needed

technical information regarding the product. Final opinions 

are reached and confirmatory clearance opinions are issued. 

If the product cannot be cleared, a plan must be developed 

and could include a search for indemnities or procurement 

of a license. Don’t overlook the search for company patents 

that the adverse patentee is infringing. These company patents

can be trading chips that can be used to settle the infringement

problems of both the company and the adverse patentee.  

IP RISK AFTER PRODUCT LAUNCH

Here’s the worst case: the product’s on the market and the owner

of an adverse patent charges infringement. The charge must 

be carefully studied to determine what the

patentee wants. Is a license being offered? 

Is the patentee demanding that the

company cease and desist its allegedly

infringing activities? It may be

important to contact the patentee 

to determine what’s behind the charge. 

The total financial impact of a successful

infringement claim must be determined.

That is, the liability exposure for past

infringement and the potential impact

on future product plans and sales must

be determined along with the prospect 

of writing off capital expenditures.

Fact finding is the first order of business. Search for

indemnitors, evaluate non-infringing design arounds and investigate

to see if the adverse patentee is infringing any of the company’s

patents. The company’s legal position must also be determined

through non-infringement and invalidity studies.

Possible responses must be formulated and evaluated to determine

the best strategic response: deny liability; accuse the adverse patentee

of infringing your patents; tender the claim to an indemnitor; file 

a Declaratory Judgment action; request reexamination of the patent

in question, negotiate a license; or, gird for litigation.

Don’t overlook the relationship between the company and the

adverse patentee. Is there some past or potential business relationship

that can be brought to bear? If so, the usual legal response may 

be put aside while business relationships are discussed.

DECISION TREE ANALYSIS

RatnerPrestia has pioneered the use of a decision tree analysis that 

is very helpful in evaluating a charge of infringement. This analysis 

is designed to provide an insight for all management and legal

disciplines in the company.  It graphically illustrates the issues 

to be addressed, assigns probable outcomes to each issue, pinpoints 

the issues that have the greatest impact on the final outcome and

assigns a value to each possible outcome.  

The decision tree cuts through the legal noise and defines the critical

issues in a way that management can understand. Management’s

informed participation in formulating responses and making

decisions is thus facilitated.

CONCLUSION

We know we cannot eliminate infringement risk, but we can help 

a company identify and cope with it. We can help our clients

recognize the risks, plan for it, manage it and protect their investments. 
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announcing

Christopher R. Lewis and Joshua

L. Cohen, both Shareholders with

RatnerPrestia, have recently co-

authored an article in Volume 17 

of the University of Pennsylvania

Orthopaedic Journal entitled “The

Nuts, Bolts, and Other Fixators of Patenting: Advancing

Medicine while Promoting Profit.”  Using a recent patent

infringement litigation involving spinal surgery technology 

as a case study, Chris and Josh discussed the patent

application process, the rights conferred by the patent

grant, and the ownership of patent rights in the context 

of innovations in orthopaedic surgery.

Paul Prestia, co-founder and Chair

of the Management Committee of

RatnerPrestia, has been ranked with

four others as the leading intellectual

property lawyers in Pennsylvania.

This ranking, based on interviews

with other attorneys, is compiled by Chambers & Partners

in its 2006 publication, America’s Leading Lawyers for

Business: The Client’s Guide. This is the fourth year in 

a row Prestia has achieved this honor. Summarizing these

interviews, Chambers refers to Prestia as, “A wonderful

attorney and a real gentleman.” The publication also cites

Prestia for his extra-curricular IP-related activities, such 

as his high profile involvement in the American Intellectual

Property Law Association.

Among other highly rated

intellectual property lawyers in

Pennsylvania, Chambers also cited

RatnerPrestia Shareholders,

Kenneth Nigon and Benjamin

Leace. Nigon, making his third

straight appearance in Chambers, is characterized,

according to interviewees, as, “continuously impressive” 
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and “quietly competent.”

Benjamin Leace, who began with

RatnerPrestia as an Associate in

1988, makes his debut in the

rankings. Chambers notes Leace

for his “high-quality” trademark

and patent litigation practice, and the respect he’s earned from

those who have worked both with and against him.  

As a firm, RatnerPrestia is ranked among the leading intellectual

property law firms in Pennsylvania – an honor the firm has

achieved for the fourth year in a row.

Paul Prestia, has also been named in the 2006 edition of “The

Best Lawyers in America” for the practice area of Intellectual

Property. “The Best Lawyers in America,” an annual publication 

of Woodward/White Inc., lists the top attorneys in their field,

selected through a peer-review survey.  Selection is considered a

distinguished honor and those selected for their intellectual property

law practice are also listed in the “Best Lawyers: Intellectual

Property” section of the 2005 IP Law & Business Almanac.

Christopher A. Rothe, an Associate

with RatnerPrestia, has authored an

article in the June 2006 edition of 

Civil Engineering Magazine, published

by The American Society of Civil

Engineers, entitled, “Using Patents 

to Advance the Civil Engineering Profession.”  Chris notes that 

by obtaining patents, civil engineers can protect their inventions

and also encourage others within the profession to devise better

solutions to today’s engineering challenges. The article illustrates

the historical importance of civil engineering patents by discussing

examples from the early twentieth century.  Those examples are

also compared with earlier patents to demonstrate how the

profession has evolved. Chris concludes that patents have

provided and will continue to provide a key resource for ensuring

that solutions to engineering problems are shared within the civil

engineering profession. 
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The sequence of a human protein relevant

to the study and treatment of eating

disorders was improperly included in an

interference count, according to a recent

decision by a panel of U.S. Patent and

Trademark Office administrative patent

judges. In granting a motion filed by RatnerPrestia for GlaxoSmithKline,

the owner of U.S. Patent No. 6,001,963, the panel ruled that the

human sequence claimed in that patent was patentably distinct from

the sequence of a related protein found in rats. RatnerPrestia attorneys,

Paul Prestia, Joshua Cohen, and Dr. Joy Mulholland succeeded in

having the interference count redefined, so that the human protein

sequence could be separately protected, largely on the basis of

evidence of record. Joy’s experience in cell and molecular biology

played a critical role in framing such evidence. Her background

includes extensive experience in biotech research and academia.

RatnerPrestia was responsible for the issuance of 368 U.S. patents 

in 2005.  According to the March 2006 issue of Intellectual Property

Today’s Top Patent Firms list, this gave RatnerPrestia a No. 1 ranking 

in U.S. patents issued among Philadelphia area intellectual property 

law firms and a No. 72 ranking nationally for all firms, including

large general practice firms with an IP practice. “Most of the patents

issued by RatnerPrestia were in the electronic/software or life science

fields. These are the fields in which the firm has technical depth and

experience and are particularly noteworthy,” according to Paul

Prestia, the firm’s Chair.

Jonathan Spadt, a Shareholder with

RatnerPrestia, has been honored as one of 

The Eastern Pennsylvania Business Journal’s 

“20 Under 40.”  Eligible candidates for the 

“20 under 40” honor must be 39 years old or

younger, be actively engaged in business within

the Eastern Pennsylvania region, and have a well-documented track

record of achievements in business. Jon is one of thirteen Shareholders

of RatnerPrestia and since joining the firm in 1996 as its 17th

Attorney, he has played a significant role in RatnerPrestia’s growth 

to over 35 attorneys today. In addition, Jon is now the Managing

Partner of the firm’s Allentown office and serves his fellow residents

as a Commissioner of Lower Pottsgrove Township, where he formerly

served for over three years on its Zoning Hearing Board.

RatnerPrestia lawyers, Dr. Joy Mulholland

and Bob Seitter, provided Intellectual

Property support for Merck KGaA of

Germany and its US Subsidiary, Nitragin

Inc., in their March 2006 acquisition 

of Agribotics Holdings Inc., a Canadian

developer and manufacturer of legume and non-legume inoculants.

Joy and Bob worked with complex biotechnology, national and

international patents and applications, sophisticated license

agreements and a purchase agreement that crossed international

borders. As a result, Nitragin acquired exclusive rights to several 

crop enhancing technologies and their applications.

RatnerPrestia has been named a 2006 “Go-To” Intellectual Property

Law Firm by the in-house law department of Air Products &

Chemicals, Inc. Air Products, which has been a client of the firm

since its inception, provides atmospheric gases, process and specialty

gases, performance materials, and chemical intermediates to customers

in the healthcare, technology, energy, and industrial markets worldwide.

“We are honored that a company of the caliber of Air Products

would name us as one of their ‘Go-To’ IP firms.  Receiving such 

a compliment by a company with their track record of success is 

an accomplishment of which we are very proud,” notes RatnerPrestia

Shareholder, Jonathan Spadt. The “Go-To” law firms, published 

by Corporate Counsel magazine, are established via survey data

collected by Corporate Counsel for its annual “Who Represents

America’s Biggest Companies?” issue.  The “Go-To” firms for a

specific practice area are those that handled the most important 

cases in the previous year, firms used most often, and/or firms 

with the most billings from that company. The choice of which 

firms to name was up to each company.

                  



Joshua L. Cohen, spoke at the Greater Philadelphia Chapter

meeting of the Product Development and Management

Association (PDMA) at The Chester County Economic

Development Council.  The topic was “Integrating Intellectual

Property Review into Product Development Processes - Strategies

for Seizing IP Opportunities and Managing IP Risks” and 

Josh shared his experiences gained as a participating member 

of new product development teams. He presented strategies 

for integrating intellectual property (IP) review into product

development processes and suggested the deliverables that 

should be required of IP counsel throughout the processes.

Joshua also spoke at the National Education Conference 

of the Industrial Designers Society of America (IDSA) in

Alexandria, Virginia.  Josh’s presentation entitled “Integrated

New Product Development: What’s Law Got To Do With It?”

addressed the role of legal counsel in new product 

development processes. 

RatnerPrestia Shareholder, Jacques 

L. Etkowicz, was among a panel of

speakers at the American Intellectual

Property Law Association’s, “Patent-ly

Effective Ways to Get a Job in IP Law”

program held at Temple University

Beasley School of Law.  This program presented students with 

an opportunity to learn what it is really like as a practitioner 

in intellectual property, and how they can better pursue a career

in this field. 

Jacques was among a panel of speakers at the recent Partnering

in Patents XII Seminar held at the United States Patent and

Trademark Office (USPTO).  Jacques, joined by RatnerPrestia

Associate, Stephen J. Weed, spoke on the topic of “Pet Peeves,”

including deficiencies in Office Action quality, After Final

practice, and Restriction Requirements.

Jacques also participated in the “Nuts & Bolts” program held 

at Temple University.  Nuts & Bolts is a job fair for Temple 

Law students, which gives them a chance to learn about the 

day-to-day life of legal professionals from fifteen different

concentrations of law.  The event was sponsored by The Temple

Law Alumni Association and the Office of Career Planning.

Paul Prestia, Joshua Cohen, and Joy Mulholland spoke at

Lehigh University on behalf of Lehigh’s Office of Technology

Transfer, Entrepreneurial Research & Education.  This seminar,

entitled “Intellectual Property Topics for Inventors,” was

attended by educators, administration members, students, 

and representatives of local technology companies. Topics

discussed included the commercial value of IP in university

technology transfer settings, identifying and protecting

innovations in biotechnology and other fields, and 

prospective changes in the patent system.

SPEAKER’S FORUM
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Harrie Samaras has become 

a Shareholder of the firm. Harrie 

heads RatnerPrestia’s Litigation 

and Alternative Dispute Resolution

Practice.  Within that practice area, 

she has established the firm’s ADR-

specific client counseling service and brings her IP-specific and

Corporate experience to the role of ADR neutral. Ms. Samaras’

commitment to assisting clients in resolving disputes promptly

and cost-effectively follows the firm’s long-standing objective 

of helping clients develop, protect, manage, and profitably 

exploit their IP positions in a business oriented way.

With over twenty years of experience in intellectual property 

law, Ms. Samaras’ unique background includes Vice President

Intellectual Property, Legal at Elan Drug Delivery, Inc. 

and Director of Intellectual Property Litigation with MCI

WorldCom, Inc.  She has also worked on staff at the United

States Court of Appeals for the Federal Circuit as the Deputy

Senior Technical Assistant to the Court and as law clerk to 

then Chief Judge Helen W. Nies.  She began her IP career 

as a Patent Examiner in the biomedical arts at the U.S. 

Patent and Trademark Office.

RatnerPrestia has announced that

former Shareholders, Robert L.

Andersen, Pharm.D. and Bruce 

M. Monroe, Ph.D., have moved to 

Of Counsel status. Robert has focused

his practice on broadly-based experience

in all phases of intellectual property law and intellectual property

management. He is former Patent Counsel and Director of the

Intellectual Property Law Department at FMC Corporation and

the former Patent Counsel at Olin Corporation.  Before

becoming an attorney, Robert spent several years as a practicing

pharmacist in retail, hospital, and manufacturing functions.  

He has a doctorate in pharmaceutical chemistry and brought 

that expertise to RatnerPrestia in 1997.  With RatnerPrestia,

Robert has focused his practice on patent prosecution and

opinion work in the areas of pharmaceuticals and biotechnology

and has been invaluable in the management of many of the firm’s

biotechnology projects.

After a post doctorate at the California

Institute of Technology, Bruce spent

twenty years in various aspects of

chemical research at DuPont and then

entered the field of patent law. He is an

adjunct professor, teaching patent law

and practice at Widener University, and has brought over twenty

years of academic and industrial research experience to the firm.

Bruce is the inventor or co-inventor of twelve United States

patents and has authored or co-authored over thirty technical

papers and reviews. With a Ph.D. in chemistry and experience 

in the DuPont Central Research Department, Bruce has

primarily focused his practice in the field of chemistry.

RP on the move
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Mediation At the Appellate Stage. . . 
An Appealing Option? 

The use of mediation by federal appellate courts began some thirty years

ago. Owing to the success of an early ADR (alternative dispute resolution)

program instituted by one of the federal circuits, the other circuits began 

to institute their own programs in the early to mid-eighties. Even numerous

state appellate courts followed suit, instituting various forms of mediation

programs. Despite the overwhelming support for ADR programs in federal

appellate courts for many years, one federal court of appeals - the Court 

of Appeals for the Federal Circuit - did not institute an active ADR program.

The Court of Appeals for the Federal Circuit (Federal Circuit) is well known

by those involved in the protection and enforcement of patents, including

corporations, universities and patent practitioners. This is because despite its

broad scope of jurisdiction, the Federal Circuit has exclusive jurisdiction over

appeals in patent infringement cases. It is often considered the court of “last

resort” in such cases. Interestingly, when the Federal Circuit began its pilot

mediation program on October 3, 2005, the first few cases considered for

mediation involved appeals in patent infringement cases.

With the advent of the Federal Circuit’s pilot mediation program, the

question arises - can patent cases settle on appeal?  Skeptics may be thinking

about the millions of dollars that parties have invested in such cases by the

time they reach the Federal Circuit, as well as the corporate resources that

parties have committed to the case throughout its life (e.g., involvement of

corporate counsel, scientists, business personnel). There are also pragmatic

reasons why parties may not be able to settle cases, such as anti-trust issues

and the need to fight for precedent that is beneficial to itself or an industry,

or overturn harmful precedent.

Nonetheless, because cases do settle at the appellate stage, mediation may

be a worthwhile process to employ. Insofar as appeals are simply another

stage of litigation where the parties are focused on their positions, mediation

can lead parties away from positions towards interests and business

solutions, a better mindset for settlement. Accordingly, mediation, even 

at the appellate stage, may be a worthwhile option to pursue . . . here 

are some reasons why:

1. A reality check. A skilled mediator having appellate experience 

can engage the parties in an objective and realistic analysis of the appeal.

Having clients hear the differences between trials and appeals is important

to assessing the likely risks and outcomes. The mediator is also in a position
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to remind parties of certain realities, including: (1) appellate courts do not

make factual determinations; (2) the standard of review determines the

outcome of most appeals; and (3) when claim interpretation is at issue, the

Federal Circuit has a high rate of reversing the interpretation made by the

district court. Insofar as claim interpretation is critical to both patent validity

and infringement, parties may be faced with reversals and even remands to the

district court for further proceedings in view of the new claim interpretation.

2. Risk mitigation. Risks exist on appeal just as they do at any other stage

of litigation. That a case reaches the appellate stage does not mean the parties

have any clearer idea of who is going to win. There are typically less issues 

in the case at the appellate stage than at the trial stage and those issues often

present a closer case to the three-judge panel hearing and deciding the case.

3. Means to regain control. Invoking the appellate process typically means

that three decision-makers render a decision on the merits of the dispute 

as well as award some or all of the legal and equitable remedies requested.

Such remedies, however, may or may not serve the business interests of the

parties involved. And, as mentioned above, leaving the outcome of the 

dispute in the hands of a three-judge panel may result in a remand for further

proceedings such as another trial on all or even some of the issues. Mediation

permits the parties to regain control of their dispute. In mediation, the parties

may negotiate a business-driven resolution that they structure to meet their

business interests and needs.

4. Expeditious Resolution. Litigation takes time, even at the appellate level.

Mediated settlements and the execution of final settlement documents may 

not occur after one session, but the parties can control when and how often

the mediation sessions occur and how quickly the settlement documents are

prepared. Thus, parties are more likely to obtain a more expeditious resolution

of their dispute through mediation as opposed to litigation. A quicker and

certain resolution of a patent infringement suit may prevent a business from

collapsing or down-sizing under the threat of an injunction. And for patented

innovations having limited life spans, an expeditious resolution may permit 

a short-lived product to realize its maximum profitability.

5. Removing the cloud. Quicker resolution of the dispute can remove 

any cloud or uncertainty on the title of the patent created by the lawsuit,

allowing for full exploitation of the technology and less corporate and

shareholder anxiety.

It is yet to be seen whether the Federal Circuit’s “pilot” mediation program 

will become a mainstay at the Court. The hopes are that the program will

assist litigants to reach outcomes that are otherwise not available through

continued litigation. Whatever the fate of the program, however, it bears

mentioning that private mediation would remain a low-risk and viable option

for parties at the appellate stage as it was even before the Federal Circuit

implemented its program.

*****************************
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You have choices and we’re here to help you make the best ones.

Harrie Samaras
RatnerPrestia’s Dispute Resolution Group Leader

               



RatnerPrestia specializes in patent, trademark, and copyright matters

and realizes an obligation to keep its clients, and others, informed in

those areas. The articles in this newsletter are intended to provide

only a brief, general overview of each subject and are not necessarily

the opinion of this firm. Nothing herein should be construed as

legal advice. RatnerPrestia recommends that readers seek specific

information and/or legal advice on particular matters of concern.

Insight is published by RatnerPrestia. The firm welcomes your 

articles, ideas for articles, comments, and suggestions. Please contact

Christopher A. Rothe, the editor, at our Valley Forge Office.

Email: insight@ratnerprestia.com  •  www.ratnerprestia.com

© 2006 RatnerPrestia. RatnerPrestia, Insight® and We Specialize in

the Law of Creativity® are trademarks of Ratner & Prestia, P.C.  
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Mr. Fukuda is a corporate manager with Matsushita and has

been with the company for twenty-one years. He liaisons between

RatnerPrestia and the engineers and managers within various

divisions of Matsushita to optimize patent procurement procedures.

The visit was planned and coordinated by Larry Ashery, a

RatnerPrestia Shareholder and managing attorney for Matsushita

Japan. “The ability to work with our foreign clients, in person,

provides unique opportunities,” Larry Ashery noted. “Not only 

does the client learn a great deal about us and the practice of 

U.S. law, but we are also able to learn a lot about the client 

and how to better serve their needs.”

During his visit, Mr. Fukuda attended lectures on important

aspects of intellectual property law and claim drafting. He also

visited the U.S. Patent Office for a full day to gain first hand

experience with the patent examiners and learned how to respond

to examiners’ concerns. Mr. Fukuda's visit enabled him also to

meet and work with other RatnerPrestia attorneys and staff who

are regularly involved in preparing and prosecuting his company's

patent applications. Such familiarization meetings are invaluable

in developing a mutual sense of understanding of the needs and

preferences of all concerned.

In this regard, Mr. Fukuda remarked upon the tremendous 

value that could only be gained through personal interaction 

and an extended visit.  This was an added benefit to the better

understanding of the practical issues involved in U.S. patent

procurement, which Mr. Fukuda was able to see at close range

during his visit.  

It is expected that the interests of both RatnerPrestia and

Matsushita, its good client, will continue to be served as Mr.

Fukuda, upon his return to Japan, shares with his colleagues the

benefit of the knowledge and experience he gained during his

extended visit with RatnerPrestia.

RatnerPrestia invites other major clients to consider an extended

visit to the firm to develop a better working relationship with

RatnerPrestia and to facilitate a better understanding of U.S. law

and procedures.

“RatnerPrestia Continues to Build Client Relations”
continued from front page

Hiro Fukuda and Larry Ashery work on a Matsushita patent matter during
Mr. Fukuda’s recent visit.

 


