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Open Source Software (OSS) is software distributed

under a license (i.e., an open source license or OSL)

that allows the licensee to access the source code,1

which can be modified to suit a particular purpose.

The fact that source code is available makes it differ-

ent from typical “closed source” programs (e.g.,

Microsoft Word) that are available only in machine code

format, which are difficult to modify. OSS is provided free 

of any monetary fee but its true cost is measured in terms of the risks you 

accept by incorporating OSS into your operation or product.

I know what you’re thinking - “OSS issues cannot affect me because I’ve never 

seen source code, I am not a software developer, and I buy and use software only in

machine code format.” You may be mistaken. The presence of OSS in software has

intellectual property implications that can affect the rights of companies that buy 

or use software only in machine code format, companies that develop software, 

and investors in such companies. 

Protecting Your Intellectual
Property with U.S. Customs

As part of its “Summary of Post-Issuance Considerations” sent with newly issued U.S.

trademark registration certificates, RatnerPrestia has long advised trademark owners that

their trademark can be recorded with the U.S. Customs & Border Protection (CBP). In

addition to recording trademarks, however, the CBP also allows recordation of copyrights

and trade names for enforcement purposes.

continued on page 2
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WHY USE OSS?

Time and money are the primary benefits of using OSS. If an

OSS program meets your needs, you can simply download the

already-developed OSS program from the Internet,2 modify its

source code if needed, and incorporate it into your operation 

or product. This is especially attractive when in-house software

developers do not have the time and/or expertise to develop 

their own program from scratch. In addition, OSS programs 

may be scrutinized by other software developers and therefore 

are theoretically more reliable and secure. 

OSS LICENSES ARE 

NOT CREATED EQUAL

The common elements of most open source licenses (OSLs) are

that 1) source code is provided and 2) copying, modifying, and

distributing the source code and related machine code are

permitted. However, other license terms can vary widely among

OSLs. Therefore, the rights and obligations that accompany OSS

vary widely depending on the particular OSS license under

which it is distributed. With over fifty OSLs “approved” by the

Open Source Initiative,3 when analyzing a possible OSS issue it 

is critical to identify the corresponding license and understand 

its terms.

ACCEPTING THE RISKS 

ALONG WITH THE BENEFITS

OSS may be downloaded for free but its true cost must be

measured in terms of the risks you accept by using OSS, either 

as an end-user or as a software developer. In contrast to

proprietary software provided only in machine code under 

a “closed source” license, OSS is generally provided “as is” 

with no avenue for recourse. 

OSLs generally disclaim all express or implied warranties. There

is no warranty that OSS will perform a certain function or that it

will be free of viruses. If you find a bug, you can’t return it for a

refund or get a patch to fix the bug. However, you do have the

source code and can fix it yourself.

Most importantly, OSLs may impact your

intellectual property rights. OSS licenses generally

do not provide indemnification for infringement of

intellectual property rights. In addition, as further

discussed in the following sections, some OSLs require

that modifications to OSS and proprietary software combined

with OSS be subject to the OSL, thereby diminishing the

commercial value and intellectual property rights in the

modifications or proprietary software.

CAN OSS “INFECT” 

PROPRIETARY SOFTWARE?

There is a lot of hype over whether OSS can infect your

proprietary software. The concern is that when you combine

OSS with your proprietary software, your proprietary software

will become subject to the OSL. Then, access to the source code

of the proprietary software must be provided to others and it 

is no longer exclusive to you. The following diagram illustrates

this issue:

Whether OSS can infect proprietary software depends on the

terms of the applicable OSL. Two of the most widely used OSLs

are the GNU4 General Public License (GPL) and the Berkeley

Software Distribution (BSD) license. Under both licenses, access

to source code is provided, all redistributed code must be subject

to the terms of the license, and the software is provided “as is.”

However, that’s where the similarities end. 

A significant difference between the GPL and BSD licenses

pertains to whether source code must be made available to

others. Under the GPL, if you commercially distribute GPL

software, whether in its original form or as modified by you, 

you must accompany it with a copy of the source code or with

an offer to provide the source code. In addition, the GPL may

require that the source code of proprietary software combined

with the OSS also be provided.5 In contrast, the BSD license

does not require that the source code of your proprietary

software be provided. 

The disclosure of the source code may destroy the trade secret

status of technology embedded in the formerly proprietary

software. In addition, the GPL may impact copyrights and

patent rights because the GPL prohibits placing restrictions on

users of GPL OSS other than those already in the GPL.

Therefore, if proprietary software becomes subject to the GPL,

2
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patents and copyrights covering the proprietary software may 

be unenforceable against users under the GPL. These intellectual

property implications may diminish the commercial value 

of what was previously proprietary software. 

In contrast to the GPL, the BSD license does not require

distribution of modified source code. Proprietary software 

may be combined with BSD open source software and it 

can remain proprietary.

WHY SHOULD I CARE?

With an understanding of the implications of using OSS, 

the associated risks can be managed. The following examples

illustrate a few practical considerations for avoiding some 

pitfalls of OSS.

A. Patent Procurement Strategy Considerations

Incorporating OSS into your products may restrict your rights to

enforce your own patents. The choice of innovations for which

you pursue patent protection may therefore be impacted by OSS.

Under the GPL, for example, you cannot impose restrictions,

other than those in the GPL, on a recipient of GPL OSS. In

other words, if you modify and distribute software that is subject

to the GPL, your modifications are also subject to the GPL. 

The following diagram illustrates this concept:

Although you may have patented the modifications, the GPL

may restrict you from enforcing your patents against users of 

that software because A’ is subject to the GPL. However, it still

may be possible to enforce the same patents against infringement

that does not arise from use of the OSS. In view of this possible

restriction, a patenting strategy should consider which inventions

are implemented in software subject to an OSL. 

B. Investors Beware: Update Your Due Diligence Checklists

OSS issues may arise in considering the acquisition of a company

that either uses or develops a product using OSS. With regard 

to a software development company, for example, its value is

generally based on its intellectual property. That value is usually

found in trade secrets implemented in its software and/or in

patents that cover the inventions implemented in its software.

The CBP maintains an aggressive Intellectual Property (IP) rights

enforcement program that devotes substantial resources to target,

intercept, detain, seize and forfeit shipments of goods that violate 

the IP rights of others. In 2004, CBP conducted over 7,200 seizures

of goods having a total domestic value of over $138 million, with

apparel, cigarettes, and handbags/wallets /backpacks comprising 

over 70% of the seizures.1 Goods from China constituted 63% 

of the seizures, with Russia and Hong Kong

having the next largest contribution, at

5% each.2

Recording a copyright, trademark, 

or trade name requires an application

fee of $190 (per class of goods, for

trademarks) and requires transmittal 

of a certified copy of the trademark or

copyright registration certificate. The application lists any licensees or

others with authorization to use the mark or work, and information

about any parent companies, subsidiaries or the like who may share

an ownership interest. The registrant may also provide specific

information known about allegedly infringing merchandise that may

help in the enforcement efforts. It normally takes about three weeks

to record registered trademarks and copyrights, and longer for

registration of trade names. 

An owner of a trademark recorded with the CBP can stop not only

the importation of infringing goods made by third parties, but also,

upon special request, certain “gray-market” goods— genuine goods

made by a foreign affiliate for consumption outside the United States

-- if those goods are materially and physically different from those

authorized for entry into the United States. The CBP can also assist

in combating patent infringement, even in the absence of an

International Trade Commission (ITC) order directing exclusion or

seizure and forfeiture of infringing goods. A patent survey provides

the patent owner with the names and addresses of importers of

potentially infringing merchandise. The fee for a patent survey 

is $1,000 for two months, $1,500 for four months, and $2,000 

for six months. 

If imports of infringing goods are a threat to a business, the many

protections offered by the CBP may be significant. RatnerPrestia

stands ready to assist with the recordation process and to answer 

any questions along the way.

“intellectual property” continued from front page
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[1] “Department of Homeland Security, U.S. Customs and Border Protection and U.S.

Immigration and Customs Enforcement FY2004 Top IPR Commodities Seized,” available 

at http:// www.cbp.gov/xp/cgov/import/commercial_enforcement/ipr/seizure/trading/

[2] Id.

        



As discussed above regarding the infectious nature of some OSS,

the presence of OSS may diminish the value of intellectual

property embedded in the software. For example, trade secret

status of an innovation may be destroyed by disclosure of source

code implementing the trade secret and the value of a patent

may be diminished if it cannot be enforced against users of 

the OSS.

In conducting a due diligence of a software development

company, it is important to ask whether the acquisition target

has incorporated OSS into its products. If the answer is no, the

next question should be “How do you know?” When software is

developed by a large team of developers, it is difficult to control

what one developer may download and incorporate into a

product. Additionally, it is important to determine whether the

company has a corporate policy against using OSS. You may

want to perform a code scan that searches for OSS for additional

peace of mind.

If OSS is used, it is crucial to identify the corresponding license,

understand its terms, and confirm that the acquisition target

complies with the license. Next, determine the impact on

valuation by identifying any intellectual property rights that

have been diminished by OSS.

C. Software Development Considerations 

One of the keys to avoiding the possible pitfalls of OSS is to

know when and where OSS is incorporated. A first line of

defense may be to adopt a corporate policy against incorporating

OSS without approval. The approval process may serve to make

you aware that OSS is being considered so you can make an

informed decision of whether to use the OSS.

If OSS is knowingly incorporated into a product, you can

ensure compliance with the corresponding OSL and can take

measures to preserve your intellectual property rights. The OSS

may be incorporated in a manner minimizing the risk of

“infecting” proprietary code in the case of the GPL, for example.

In addition, the product may be designed modularly to allow for

the extraction and/or replacement of the OSS if you later learn

that the OSS infringes a third party’s copyright or patent rights. 

Once you have developed a product with OSS, other issues 

may arise when you try to sell your product. The next section

describes common demands by software purchasers that may 

be difficult to accept if your product includes OSS.

D. Software Purchasing Considerations

When a company buys “software,” it is usually buying a license

to use that software. Such licenses include terms that explicitly

refer to OSS and other terms that have subtle OSS implications.

A buyer is often concerned that purchased software might

“infect” the buyer’s proprietary software and that the OSS might

infringe a third party’s intellectual property rights. To alleviate

these concerns, many buyers demand that a seller represent in a

software license that there is no OSS in the purchased software.

This may cause concern for a seller without controls in place

prohibiting its developers from incorporating OSS into the

purchased software.

Buyers are also concerned that software may contain destructive

code or expiration dates and may demand a warranty to that

effect. On its face, that seems like a reasonable demand.

However, for a seller who uses OSS and did not review 

all its source code (e.g., to save time and money), accepting 

such a warranty is a leap of faith.

CONCLUSION

This article provides a sampling of some of the risks and benefits

associated with using open source software. The impact of open

source software varies greatly depending on the terms of the

applicable open source software license and how the open source

software is used. These issues should be considered whether 

you are using, developing, or investing in a company that 

uses or develops open source software. 

[1] Source code is the form of a computer program written in a programming 
language (e.g., C++, Fortran) that is readable by humans. To execute (or run) 
the program, the source code is translated into machine code that a computer
understands and executes. 

[2] See www.sourceforge.net, for example.

[3] The Open Source Initiative (OSI) is a non-profit corporation dedicated to 
managing and promoting the open source software. (See www.opensource.org).

[4] GNU (pronounced guh-noo) is a recursive acronym for “GNU's Not UNIX”.
See www.gnu.org.

[5] Whether proprietary code becomes “infected” such that its source code must 
be disclosed may depend on how the OSS interfaces with the proprietary 
software and on what is communicated between the proprietary software and 
the OSS. This requires an in-depth analysis of the interface between the proprietary
software and the OSS in view of the terms of the applicable OSL, and is beyond 
the scope of this article.
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announcing

Paul Prestia has been named as

one of the five leading intellectual

property lawyers in Pennsylvania

by Chambers & Partners in its

2005 publication, America’s

Leading Lawyers for Business, 

The Client’s Guide.  This is 

the third year in a row Paul has

achieved this honor.  According to the reviewers’

comments, Prestia “...receives particular accolades for 

his top-notch opinion writing and advice on matters 

in prospective or pending litigation.”  

Also ranked on the list as a leading

intellectual property attorney in

Pennsylvania, was RatnerPrestia

Shareholder, Kenneth Nigon. 

Ken was cited for his expertise 

in U.S. and foreign patent

procurement, particularly in 

hi-tech fields. Additionally,

RatnerPrestia was ranked as one 

of the six leading intellectual property law firms in

Pennsylvania. This is the third year in a row the firm 

has appeared in the Chambers’ rankings.

Robert P. Seitter has become a

Shareholder of the firm. Bob has

been involved in all aspects of

intellectual property law since

1968 and has many years of

experience in all phases of

corporate and private practice.

Since joining the firm in July 

of 2002, Bob has brought a legal/business focus to

RatnerPrestia's clients, which stems from his years as

associate general counsel and general patent counsel with

ITT Industries. Bob’s experience includes building valuable

IP portfolios, enforcing and licensing IP rights, and

implementing intra-company tax agreements. He has

handled complex IP issues in national and international

acquisitions, divestitures, start-ups, spin-offs, and joint

ventures. Bob received his J.D., Cum Laude, from The

George Washington University School of Law and his B.S.

in Commerce and Engineering from Drexel University. 

He is a member of Philadelphia Intellectual Property 

Law Association, the American Intellectual Property 

Law Association, the Benjamin Franklin American 

Inn of Court, and the Pennsylvania Bar Association.
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Kevin A. Keeling joins the firm as an
Associate in the Valley Forge office. 
He spent six years in the U.S. Navy’s
nuclear power program where he was
trained in the operation and theory of
electrical power distribution and genera-
tion, nuclear engineering, and mechani-
cal and hydraulic systems. Kevin has
been active in intellectual property law

as a law clerk, Patent Agent, and as a Patent Attorney. He is 
primarily involved in litigating intellectual property disputes,
patent prosecution, and client counseling. Kevin received his J.D.
from Villanova University School of Law and his bachelor of
Science degree in Mechanical Engineering Technology with a
Nuclear Emphasis from Old Dominion University. 

Glenn M. Massina has joined the 
firm as an Associate in the Valley Forge
office. Glenn’s experience includes
counseling clients in all aspects of 
intellectual property law, portfolio 
management in areas of mechanical and
electro-mechanical arts, and patent pro-
curement and evaluation spanning 
various technologies, including 
automotive applications, material 
handling, fluid handling and medical devices. He received a
Bachelor of Science in Mechanical Engineering from Villanova
University and his Juris Doctor from Hofstra University 
School of Law. 

Joseph E. Maenner joins the firm as an
Associate in the Valley Forge office with
several years of experience in intellectual 
property law and as a senior project
engineer for the U.S. Navy in propul-
sion plant and damage control informa-
tion management development. He 
specializes in patent procurement and
IP portfolio development in the areas of

mechanical, electro-mechanical, medical, and optical devices. Joe
is a 1996 graduate of The Dickinson School of Law (now The
Dickinson School of Law of The Pennsylvania State University)
and a 1986 graduate of Drexel University, with a Bachelor of
Science degree in Mechanical Engineering.

Mark W. Milstead joins RatnerPrestia
as an Associate in the Delaware office.
Prior to joining RatnerPrestia, Mark
advised on intellectual property matters
in the veterinary science research and
development laboratories of Akzo Nobel
where he focused on patent infringe-
ment, validity and liability issues, and
where he also drafted and prosecuted
patent applications. After graduating 
with a Masters of Science degree in Medicinal Chemistry from

the University of Kansas, Mark worked for three years as a
research chemist for Glaxo, Inc. He then examined patent 
applications in the field of siloxane polymers at the United 
States Patent and Trademark Office (USPTO) after graduating
with honors from the University of Arkansas at Little Rock
School of Law. 

Christopher A. Rothe joins the firm
as an Associate in the Valley Forge
office with experience in patent 
procurement, IP due diligence, and 
litigation. Having practiced intellectual
property law since 2000, he focuses his
patent work in the mechanical arts,
including medical devices, automotive
components, and a variety of consumer
products. After graduating from

Pennsylvania State University in 1992 with a Bachelor of Science
Degree in Civil Engineering with distinction, Chris worked as an
environmental engineering consultant for four years, designing
facilities for water treatment and groundwater remediation. Chris
went on to receive a Juris Doctor degree from Villanova
University School of Law.

Marla L. Tocker has over fifteen years of
litigation experience, including as lead trial
counsel, in the areas of commercial litiga-
tion, personal injury and professional lia-
bility defense. In recent years, she has
focused her practice on the litigation of 
intellectual property matters and on the
prosecution of patent applications for
pharmaceutical and biotechnology clients.
Marla has counseled pharmaceutical clients on intellectual 
property, health care and regulatory issues. Her current practice
concentrates on litigation, and on providing a full range of 
intellectual property services. Marla obtained her Juris Doctor
degree from Temple University School of Law and received a
Master of Science Degree in Biotechnology from The Johns
Hopkins University.

Mitchell D. Hirsch joins the firm as a
Patent Agent in the Valley Forge office.
Immediately before joining RatnerPrestia,
he practiced first as a scientific advisor
and then as a patent agent at a major
Philadelphia law firm for three years.
Mitch specializes in the areas of physics,
physical chemistry, semiconductors,
optics, and lasers. He has also prosecut-

ed patent applications in materials, the mechanical arts, and in
business methods. Mitch holds a Ph.D. and a Masters Degree
in physics from Cornell University and a B.S. in physics (Summa
cum Laude) from U.C.L.A. He also spent two years doing 
postdoctoral research in the chemistry department of the
University of Pennsylvania and his Junior year at the 
University of Birmingham, U.K.

RP on the move
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Jonathan Spadt lectured at the 2005
American Intellectual Property Law
Association’s “Practical Patent
Prosecution Training for New Lawyers”
seminar held in Alexandria, Virginia 
on August 10th - 12th.  The general 
sessions on Wednesday and Thursday
were followed by a Friday workshop
focused on tools and techniques for 
drafting claims yielding more effective 
and valuable patents.

Christopher Lewis gave an Intellectual
Property overview entitled, “Intellectual
Property Primer” at the First Annual
Delaware Valley Corporate Counsel
Association (DELVACCA)
Paralegal/Legal Assistant Institute. 
The overview included such topics 
as Types of Patents, Patentability, 
and Trademark and Copyright Facts. 
DELVACCA is the Delaware Valley

Chapter of the Association of Corporate Counsel and serves 
the professional needs of attorneys who practice in the 
legal departments of corporations and other private sector 
organizations worldwide.  The First Annual DELVACCA
Paralegal/Legal Assistant Institute provided the basis for acquir-
ing knowledge and enhancing skills in three primary and critical
areas, which were broken up into track levels that targeted 
specific information.  The program was well attended by 
paralegals, legal assistants, and corporate counsels.

Chris also spoke at the Twenty-First Annual Joint Patent 
Practice Continuing Legal Education Seminar on April 21 
in New York.  His presentation titled, “India: Prosecution
Procedure and Costs, Compulsory Licensing, Enforcement
Options, and Recent Changes,” focused primarily on recent
patent law changes set forth by The Patents (Amendment) 
Act in March 2005, such as the inclusion of composition 
claims in the pharmaceutical field.

Rex A. Donnelly spoke on May 5, 2005
at the Twelfth Annual Dinner of the
Intellectual Property Law Section of the
Delaware State Bar Association.  Rex’s
presentation focused on decisions in
trademark/copyright law in the U.S.
Court of Appeals for the Third Circuit
and the U.S. District Court for the
District of Delaware since May 2003.

Benjamin E. Leace has recently spoken on various topics in
intellectual property law to undergraduates at The University 
of Pennsylvania and Philadelphia University and to intellectual
property lawyers attending the Spring Meeting of the American
Intellectual Property Law Association in Philadelphia. 

At Philadelphia University, Ben joined
with Robert Blum of Craftex Mills of
Pennsylvania, Inc. in a presentation 
to students in the Master of
Science/Textile Design program on
copyright and copyright infringement.
An Overview of Intellectual Property
was Ben’s topic to an audience of
Engineering and Applied Sciences 
students at The University of Pennsylvania. At the American
Intellectual Property Law Association meeting, Ben discussed 
a new and still rarely used provision of U.S. Patent law.  This
provision, enacted following the Supreme Court’s approval of
business method patents in the State Street Bank case, protects
an earlier but non-public user of a business method from a
charge of infringement of a later patent covering that method.
Ben’s presentation included observations on the potentially broad
applicability of this provision in view of the absence of a clear
definition of what is and what is not 
a business method patent.

Summer Associates and co-op
intern (left to right): 
Dawn Kerner, Tarik Patterson
(in back), Andrew Lo (in
front), and Lauren Schmidt.

RatnerPrestia enjoyed several

months with summer associates,

Dawn Kerner, Lauren Schmidt,

and Tarik Patterson. Dawn is a student

at Villanova University School of Law and has an undergraduate

degree in Electrical Engineering. Also from Villanova University

School of Law is Lauren with an undergraduate degree in

Biology. Tarik Patterson is a student at Rutgers Camden and 

has a degree in Mechanical Engineering.  RatnerPrestia’s 

Summer Associate Program, which began May 23rd and 

ended August 12th, allows law students to experience the

practice of an intellectual property law firm with the 

personal attention that can shape a student’s law career.  

Also with RatnerPrestia for the summer was co-op student, 

Andrew Lo. Andrew, a Biomedical Engineering student from

Drexel University, began the co-op internship in March and 

was with the firm through September.  Andrew focused his

internship on learning the basics of patent law and performing

technical analysis to assist attorneys prosecuting patent

applications before the U.S. Patent and Trademark Office.

SPEAKER’S FORUM
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You Have Choices 

I always end my column with the statement: “You have choices and we’re

here to help you make the best ones.” So what do I mean by that? Quite

simply, I mean that when a dispute arises or if you are contemplating how 

a future dispute may be resolved, whether you are aware of them or not,

you have options for resolving it. So if a negotiation is not successful, you

need not be relegated to litigation.The alternate dispute resolution arena

has much to offer businesses seeking to resolve their business and

technology disputes. And keep in mind that even after litigation arises 

ADR can be pursued as a “parallel track” with litigation.

Arbitration and mediation tend to be the alternative dispute resolution

processes best known and most used and, for many parties, they are

synonymous with the term “ADR.” However, to deal with particular

businesses, styles and/or needs, parties often combine or customize 

ADR processes by taking elements from various ones. Although 

descriptions of ADR processes may vary somewhat, here are some 

ADR processes to consider the next time a dispute arises or you 

find yourself negotiating an ADR provision in an agreement.

Arbitration is typically a private adversarial process where disputing

parties agree to have one or more neutrals render a decision or award

about their dispute after receiving evidence and hearing argument. Some

awards simply announce the decision (“bare bones” award) and others 

give reasons (“reasoned” award).

In binding arbitration, the neutral or a panel of three neutrals renders 

a final binding decision or award.The process is less formal than litigation

and the parties can use their own procedures and determine which rules 

of evidence will apply. Absent a serious defect in the arbitration procedure,

binding arbitration awards are typically enforceable by courts and not 

subject to appellate review.

In non–binding arbitration the neutral’s decision is advisory.The 

parties may agree in advance to use the advisory decision as a tool 

in resolving their dispute through negotiation or other means.

Early Neutral Evaluation is a non-binding process typically employed

soon after the case is filed.The parties refer the case to an expert, usually 

an attorney, who is asked to provide an unbiased evaluation of the dispute.

The parties may prepare written materials and/or meet personally with the

expert to present their side of the case.The evaluation entails identifying

strengths and weaknesses of each side and evaluating the likely outcome 

of a trial.The evaluation may encourage settlement.

Mediation is a private, voluntary and informal process in which a neutral

assists the parties in reaching a negotiated settlement. Unlike a judge or

arbitrator, a mediator lacks the authority to make a binding decision.
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Mediators, using their particular style, assist parties in creating a solution to

meet their interests and objectives.The parties have the opportunity to share

evidence and arguments, explore the interests of the parties and their

understandings, and explore options for resolving the dispute. Parties can

employ mediation as a result of a contract provision, by private agreement

made when the dispute arises, or as part of a court-annexed program.

Mini-trial is a private, non-binding consensual process whereby the attorneys

for each party make a brief presentation of their case as if at a trial.The

presentations are typically observed by a neutral and by representatives 

(usually high-level business executives with full settlement authority) of each

side who have authority to settle the dispute.The goal of the mini-trial is to

encourage a prompt, cost-effective resolution of complex litigation.Thus, at 

the end of the presentations, the representatives attempt to settle the dispute.

If they fail to do so, at the request of the parties, the neutral may serve as a

mediator or may issue a non-binding opinion as to the likely outcome in court.

With this opinion, the parties attempt further negotiations to settle the case.

Summary Jury Trial is a process by which attorneys for both parties 

make abbreviated presentations of their case in a courtroom to an advisory

jury (that is, in some cases, drawn from a pool of actual jurors), party

representatives and a presiding judge or magistrate.The advisory verdict

provides the parties with a basis for settling the case. Immediately or within 

a short time after the trial, the presiding official will meet with the parties and

their counsel to encourage settlement. It is the jury equivalent of a mini-trial.

Whether you elect to use any of these processes alone, in combination, or

modified, many of them can provide beneficial opportunities for corporate

decision makers to stand back and evaluate both their case and their opposing

party’s case, as well as to negotiate or mediate a settlement. For example 

a mini-trial can be followed with a mediation, and early neutral evaluation 

can be combined with mediation. In either of these cases it is likely that the

participants will gain a perspective that they would not have had before.

An enlightened perspective can be the key that unlocks the door to 

creative solutions.

Also, a nonbinding process such as mediation, can be combined with a binding

process such as binding arbitration. In this case the parties are beginning with 

a process that provides them significant control over the outcome and they

proceed to an adjudicatory process which, like litigation, gives the control 

over the outcome to one or possibly three decision makers.

ADR can and is being used to resolve a variety of business, technology and

intellectual property disputes by businesses of all sizes and for all types of

disputes (e.g., licensing disputes, infringement actions, inventorship and

ownership disputes) and subject matter (e.g., patent, trademark, copyright,

trade secret and internet). ADR is often favored by disputants based in 

different countries rather than resorting to the legal process of a foreign

country.The benefits of ADR for your business can be significant including

providing business certainty about the outcome of a dispute.

So when I say “You have choices and we’re here to help you make the best

ones” I’m inviting you to explore options for resolving disputes even before

those disputes arise.

*****************************
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You have choices and we’re here to help you make the best ones.

Harrie Samaras
RatnerPrestia’s Dispute Resolution Group Leader
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