


registration is sought.  In addition,
renewals, assignments and
changes of name can be handled
with a single filing.  Procedurally,
an international application under
the Protocol can be filed by anyone
that is a national, is domiciled or
has a real and effective industrial
or commercial establishment in a
member country.  The other pre-
condition is that the international
application must be the subject of
a national application for the same
mark and the same goods for
which international protection is
sought.  This is a significant differ-
ence from the Madrid Agreement
which required the international
application to be based on a
national registration.

The international application is
then submitted to the World Intel-
lectual Property Organization
(WIPO) by the national trademark
office within two months of the fil-
ing of the international application.
For this reason, it is likely that the
USPTO will require all international
applications to be filed electroni-
cally.  

Once received at WIPO, the
international application will be
reviewed for compliance with the
formal requirements of registra-
tion.  It will not be examined on
absolute or relevant grounds.
Once the formal requirements are
checked the mark is recorded in
the International Register and
given a registration date and num-
ber.  The international registration
is then forwarded to each National
Trademark Office that was desig-
nated by the applicant.  Each
National Office can, however,
refuse registration on any ground
that would apply if the mark had
been fi led directly with that
National Office.  Any refusals to
register are forwarded to WIPO
which then notifies the applicant.
Under the Protocol, each designat-
ed office has one year to inform
the applicant if the mark is going
to be refused registration.  This
one year period may be extended
to eighteen months (or beyond if
the refusal is the result of an
opposition) by filing a declaration
to that effect.  The U.S. is highly
likely to file such a declaration.  In
order to respond to a refusal to
register, it is likely that an attor-
ney/agent will be required in that
country to ensure that an appro-

priate response is provided.  Thus,
while a representative in each des-
ignated country is not required for
the filing of the application, in
cases where a refusal to register
has been issued or an opposition
filed, a representative will be
required or preferred.  Note that if
a refusal to register applies to only
some of the goods or services in
an international registration, and
the refusal is not contested, the
mark stands registered for the
remaining goods or services.

If there is no refusal to register
or opposition within the applicable
time period or the refusal to regis-
ter/opposition is successfully
addressed, the International Reg-
istration applies to the designated
country.  The applicant will not,
however, receive a certificate of
registration from each country.
The international registration com-
bined with a lack of a refusal to
register by the national offices
constitutes a registration in the
designated countries.

The international registration is
initially dependent upon its home
state application/registration from
which the international application
was based.  If this application/reg-
istration is amended, denied, with-
drawn or cancelled within the first
five years, the international regis-
tration and all of the extensions to
the designated countries is essen-
tially nullified.  Fortunately, in such
a situation, there is a three month
window in which the trademark
owner can convert the invalid
international registration into
national applications or registra-
tions in the designated countries.
Under these circumstances, the
converted applications/registra-
tions will retain the original filing
date for the international registra-
tion and any priority that was
claimed.  After the five year peri-
od, the international registration is
no longer dependent upon the sta-
tus of the home state
application/registration.  This
means that if the goods and ser-
vices are amended during prosecu-
tion of a U.S. application that it
serves as the basis for the interna-
tional registration, then all identifi-
cations of goods of services for all
designated countries will be con-
sidered to have been similarly
amended.  Additionally, this gives
an opposer the ability to attack a
multitude of international applica-
tions/registrations with a single
opposition within this initial five
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Madrid Protocol
(continued from page 1)

year window.  Thus an opposer
may also realize a cost benefit
from an applicant filing under the
Madrid Protocol.  

The term of the international
registration is ten years and may
be renewed for further periods of
ten years by paying the appropri-
ate fee.  The U.S. will still require
that a Statement of Use be filed.  

This overview of the Madrid
Protocol highlights some of the
benefits and requirements for an
International application filed on
this basis.  There are additional
details and nuances that may arise
and which should be considered
before choosing from the several
options available to obtain interna-
tional protection of trademarks.
Although the Madrid Protocol is
enticing and offers many benefits,
it will still be necessary to look
carefully before proceeding.  This
will be particularly true during the
initial period of the U.S. becoming
a member country. ■

The June 2003 issue of the Met-
ropolitan Corporate Counsel
reported on the 2002 State Liabili-
ty Systems Ranking Study, an
independent survey conducted by
the U.S. Chamber of Commerce
and its institute for Legal Reform.
In that survey, Harris Interactive,
commissioned by The U.S. Cham-
ber of Commerce, studied the
legal and court systems of all 50
states and surveyed more than
800 general counsel.  Delaware
was undeniably the leading state
in the following essential aspects:
judges’ competence, judges’
impartiality, punitive damages, sci-
entific and technical evidence,
timeliness of summary
judgment/dismissal, discovery,
overall treatment of class actions,
juries’ predictability and juries’
fairness.

In July of 2002, RatnerPrestia
relocated its Delaware office to the
Nemours Building in downtown
Wilmington.  This office is well
suited to wholly meet the needs
and demands of a litigation prac-
tice as well as to facilitate the con-
tinuing growth of RatnerPrestia. ■

Delaware Ranked #1
in Corporate Litigation
Environment



tional Trademark Practice for Para-
legals program.  Kevin provided an
overview of international agree-
ments that facilitate the protection
of trademarks, and Andy discussed
the European Community Trade-
mark and other foreign trade-
marks.

¥ Jacques
L. Etkowicz
(top)  and
J o n a t h a n
Spadt were
f a c u l t y
m e m b e r s
at the
A m e r i c a n
Intellectual
P r o p e r t y
Law Associ-
a t i o n ’ s
annual con-
ference on
August 12
through 15,
2003 in
Ar l ington,
V i r g i n i a .
J a c q u e s
a n d
J o n a t h a n
presented a
claim draft-
ing  semi-
nar which

was designed to provide new prac-
titioners with practical instruction
in drafting patent claims, including
specific claim drafting tips that
apply to particular technologies.
Approximately 200 people attend-
ed the seminar.  Many of Ratner-
Prestia’s attorneys are actively
engaged in the activities and gov-
ernance of AIPLA.

¥ James C.
S i m m o n s
(left) and
J o n a t h a n
H. Spadt
presented a
seminar to
over 50
Binney &
Smith sci-
entists and
eng ineers
on Septem-
ber 8, 2003

at Binney & Smith’s corporate
headquarters in Easton, PA.  The
discussion was titled, "The Law of
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¥ Joshua L.
Cohen was
invited to
speak at
the 2003
Northeast
D i s t r i c t
Conference
of IDSA
(Industrial
Des igners
Society of
Amer ica) ,

held April 4 and 5 at the University
of Bridgeport in Bridgeport, Con-
necticut.  Josh’s presentation,
"Design Protection: Intervening to
Secure a Competitive Advantage,"
addressed the strategic use of util-
ity patents, design patents, and
trademarks to protect both the
form and function of consumer
products.  Over 300 product
designers and students of industri-
al design attended the conference.

¥ RatnerPrestia attorneys and
staff played a major role in the
Seventh Annual Intellectual Prop-
erty Law Practice for Paralegals
Conference held in Philadelphia
June 24-27, 2003.  The Confer-
ence was divided into four one-day
programs and each program was
dedicated to one area of intellectu-
al property law practice.  

Andrew L. Ney, a Shareholder
with RatnerPrestia, and Ann
Balestrieri, Docketing Supervisor
with RatnerPrestia, spoke on the
first day of the conference at the
U.S. Patent Practice for Paralegals
program.  Andy discussed prose-
cuting U.S. patent applications and
Ann talked about the importance
of docketing patent applications.  

¥ Andy,
along with
Kevin R.
Casey, also
a Share-
holder of
R a t n e r -
P r e s t i a ,
spoke on
the last
day of the
conference
at the
I n t e r n a -

Speaker’s Forum Notebooks" and focused on record
keeping and proper lab notebook
procedures to ensure maximum
protection for the company under
patent laws.  

¥ Kevin R. Casey, a Rensselaer
Polytechnic Institute graduate, will
be presenting at Rensselaer’s
October 23 symposium, "Biotech-
nology - Innovation, Opportunity,
and Commercialization" in Troy,
NY.  Kevin will be speaking on
"Intellectual Property for the
Entrepreneur: What to Do When"
during the "Scientists as Business-
men" session.  

¥ Bruce M.
Monroe was
invited by
the Temple
University
School of
M e d i c i n e
G r a d u a t e
S t u d e n t
Association
to speak at
their Alter-
n a t i v e

Careers Workshop.  The purpose
of the Workshop was to give stu-
dents insight into career paths
other than academia and industry.
Bruce spoke about careers in
Intellectual Property Laws to
approximately thirty graduate stu-
dents and postdoctoral fellows.

¥ Jacques L. Etkowicz and
Jonathan Spadt will be participat-
ing in the "Joint PTO/Patent Bar
Practice Tips and Pet Peeves" pre-
sentation at the USPTO’s Tenth
Annual "Partnering in Patents"
program on October 29, 2003 in
Arlington, VA.  The program is
jointly presented by the PTO and
the American Intellectual Property
Law Association and focuses on
what the bar, and the PTO, would
like to see improved.  Jon and
Jacques will be joined on the panel
by the PTO’s Timothy Callahan.  n
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INSIGHT…
Into Business Approaches 
To Dispute Resolution

Choosing a Mediator

Mediation is used by many corporations to resolve dis-
putes implicating valuable rights, including intellectual
property ("IP") rights.  It is a flexible process in which
a neutral (the mediator) assists the parties in reaching
their own settlement.  The mediator does not have the
authority to decide who is right and who is wrong.
And mediation is not binding, although parties may
voluntarily enter into a binding agreement during, or as
a result of, the mediation. 

Mediation sessions are confidential and structured to
encourage parties to communicate.  Typically the medi-
ator meets with the disputing parties and their represen-
tatives in a series of informal conferences -- joint meet-
ings and caucuses.  The mediator attempts to facilitate
negotiations between the disputing parties to reach
what is essentially a negotiated settlement. 

If a law suit has already been filed, parties may partici-
pate in mediation because the court has referred their
case to mediation.  Or, on their own, they may pursue
mediation to settle the case, even while litigation con-
tinues.  Likewise, parties may elect mediation to settle
a disagreement even if they are not in court.  

In court-referred mediations, the parties may be permit-
ted to choose their mediator from a roster of attorneys
maintained by the court, or the court may permit them
to use outside sources.  When parties pursue mediation
on their own, in litigated or non-litigated matters, par-
ties may rely on organizations that administer media-
tions to help them choose a mediator, or they may
select a mediator on their own from sources such as
law firms, word of mouth, or the publicly available
lists of administering organizations that often publish
the credentials of mediators accepted on their rosters.
No matter how the parties select a mediator, the media-
tor can make all the difference in one's view of media-
tion and, of course, in the outcome of it.

In addition to the key role of facilitating a settlement,
the mediator often serves other roles, such as (1) build-
ing trust, (2) finding areas of agreement, (3) encourag-
ing the development of solutions, (4) keeping the 
parties focused and negotiating, and (5) breaking
impasses. 

Because mediators do have many roles, and because
businesses often need to expeditiously and cost effec-
tively resolve disputes, parties should consider careful-

(continued on page 4)
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ly what mediator would best serve them in their partic-
ular case.  The mediator's expertise in the subject mat-
ter of a dispute (e.g., patents, trademarks, trade secrets,
copyrights, technology, or practice) can be an impor-
tant factor in the selection process, but it may not be
the primary one.  Process skills may be as important, if
not more important, than subject matter expertise.
There is no one answer.  In certain cases where multi-
ple skills and knowledge are required but one person
having both is not available, the "co-mediator" model
should be considered.  This involves two mediators
each possessing complementary attributes working
together with the parties to achieve a settlement.  

Based upon all the functions that a mediator serves,
here are some of the criteria to consider in interviewing
mediator candidates:

• Conflicts: Are there any conflicts of interest 
between the candidate and any of the parties in 
interest in the controversy?

• Availability:  Will the candidate be available to 
mediate the dispute when the parties 
want?

• Mediation training and experience: How 
much and what kind of experience does the 
candidate have?  

• Relevant non-mediation experience: How 
much and what kind of experience (e.g., IP, 
litigation, technology) does the candidate 
have?

• Style: What mediation techniques and process 
will the candidate use?  What are the roles of 
the participants in the mediation process? 

• Personality:  What kind of personal rapport will 
the candidate have with the parties?

• Facilities: Will the facilities offered by the 
mediator be adequate for the parties' needs?

• Fees: What is the fee structure of the candidate?

As with any other service provider, the parties should
request and call the mediator's references and pursue
whatever other sources of information are available
and reliable on the candidate's skills and characteristics
as a mediator. 

One of the attractions of mediation as a dispute resolu-
tion tool is the ability of the parties to exercise control,
for example, over who will mediate the negotiations.
That is not an option if the dispute ends up in litigation.
So parties should fully exploit the opportunity to con-
sider various mediator candidates and to thoroughly
interview them. And corporate clients should be
empowered to participate in the selection and inter-
viewing process. The better suited a mediator is to
work with the parties and the issues, the more likely
the business will benefit from the process.

**************************

You have choices and we're here to help you make the
best ones.

Harrie Samaras
RatnerPrestia's Alternative Dispute Resolution Group Leader

Choosing a Mediator
(continued from page 5)



RatnerPrestia specializes in patent, trademark, and copyright matters and realizes an obligation to keep its clients, and others, informed in those
areas. The articles in this newsletter are intended to provide only a brief, general overview of each subject and are not necessarily the opinion of

this firm. Nothing herein should be construed as legal advice. RatnerPrestia recommends that readers seek specific information and/or legal
advice on particular matters of concern.

INSIGHT is published by RatnerPrestia. The firm welcomes your articles, ideas for articles, comments, and suggestions. 
Please contact Jonathan H. Spadt, the editor, at our Valley Forge Office.
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¥ Paul Prestia,
c o - f o u n d e r
and Chair of
the Manage-
ment Commit-
tee of Ratner-
Prestia, was
r e c e n t l y
named as one
of the five
leading intel-

lectual property lawyers in Penn-
sylvania by Chambers & Partners’
Publishing USA.  The citation
appeared in the Chambers’ publi-
cation, “ America’s Leading Busi-
ness Lawyers 2003-2004, The

Announcing
Clients Guide.  

The book also cited RatnerPres-
tia among leading intellectual
property law firms in Pennsylva-
nia, referring to RatnerPrestia as
"the largest and most successful of
the suburban boutique firms." 

Chambers USA rankings are
unique in that the guide is based
solely on interviews with clients
and peers across the United
States.  Over 4,500 such inter-
views were conducted by Cham-
bers in preparing this Guide.
Chambers & Partners Publishing is
a London based company that pre-
viously published a similar guide

to law firms in Europe and
throughout the world.

¥ Kevin R. Casey’s article "Good,
Better and Best:  IP Attorneys and
Licensing" was published in the
Spring 2003 edition of the IP Law
Newsletter.  In the article, Kevin
explains his views about licensing
from the IP perspective.  Another
one of Kevin’s articles, "The Histo-
ry of Patent Models" was pub-
lished in The Legal Intelligencer’s
Intellectual Property Supplement
in June.  n

RATNERPRESTIA Launches New Website
RatnerPrestia now has a complete-
ly redesigned website. The new
site features a plethora of new
information and value-added
resources. Offering information in
all areas of our practice, the web-
site can be searched by our gener-
al practice areas which include: 

¥ Alternative Dispute Resolution 
(ADR)

¥ Appellate
¥ Copyright
¥ IP Business Management
¥ Litigation and Internet 

Disputes
¥ Patent Counseling
¥ Patent Procurement
¥ Trade Secrets
¥ Trademarks

The site even features pages in
Japanese, Chinese and German,
for our international clients. Also
included are past issues of our
INSIGHT¤ newsletter, as well as
links to helpful IP resources.

RatnerPrestia is pleased to pre-
sent this website, which we
believe is reflective of our commit-
ment to our clients as a full ser-
vice Intellectual Property law firm
dedicated to adding value to your
business. As is demonstrated on
the website, our practice includes
lawyers with multiple technical
degrees and a variety of experi-
ence ranging from chemical

research to jury trials, as well as
former CAFC law clerks and former
corporate patent counsels. Our
lawyers combine their experiences
and partner with our clients to
build valuable IP assets, minimize
infringement risk, resolve disputes
through negotiation, alternate dis-
pute resolution or litigation, and
negotiate strategic business trans-
actions in the U.S. or abroad.
Clients, large and small, receive
our full attention and commitment
to their business goals. That is our
value to you.

Please check out the website at
www.ratnerprestia.com


