
This newsletter is provided with our compliments. Its purpose is to inform our readers of developments within the firm and in the legal field of intellectual property law. We
invite your comments, questions, and opinions.

The following
is an excerpt
from a more
comprehen-
sive article by
Ken Nigon
published in
the Journal of
Patent &
T r a d e m a r k
Office Society,
S e p t e m b e r
2002.

In a recent line of cases, the Fed-
eral Circuit has added importance
to the written description require-
ment in patents, by giving it an
increased role in patent claim
interpretation.  Using the patent
specification to limit the subject
matter that can be claimed by an
inventor is not new.  Claims that
are judged to be outside the scope
of the patent have been found to
be invalid since at least 1853.
Rather than invalidating over-
broad claims, however, the new
focus on the written description
requirement narrows the scope of
claims in many cases to cover only
what is disclosed in the specifica-
tion and to the intent of the inven-
tion even if the intent cannot be
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The New Written Description Requirement for U.S. Patents
by Kenneth N. Nigon

On October 24, 2002, RatnerPrestia celebrated the move of its Delaware
office to The Nemours Building in downtown Wilmington by hosting a

cocktail reception.  The move
was necessitated by the sub-
stantial growth that our
Wilmington office has experi-
enced for the past five years,
and we needed to find space
that would allow us to con-
tinue to grow.  Our plan is to
double the size of our Wilm-
ington practice and we felt
that our relocation to the
downtown district would be
more convenient for our
clients and for our litigation
practice.  

Located adjacent to The Hotel Du Pont and Rodney Square, the Nemours
Building was previously solely occupied by du Pont Co. and is easily
accessible from I-95.  The
building underwent a $30
million renovation, which
included a full lobby and
exterior plaza renovation.
Elevator cabs were refinished
and equipment was modern-
ized.  The exterior facade
was restored, and existing
windows were replaced with
new energy efficient win-
dows. A combination of office, retail (ground level) and residential (85
corporate apartments) space occupies the building, unlike any building in
Wilmington.  RatnerPrestia is one of the first tenants to call the Nemours
Building home. ■

discerned from the patent specifi-
cation.  This use of the written
description tends to complicate the
preparation of a patent application
and to reduce the notice function
of its claims.

The Role of Markman and the
Purpose of the Written
Description Requirement

The written description require-
ment has received attention in

(continued on page 2)
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recent years because of the
requirement to hold Markman
hearings in patent cases.  Mark-
man v. Westview Instruments 52
F.3d. 967 34 USPQ2d 1321, 1322
(Fed. Cir. 1995) (in banc), aff’d
517 U.S. 370 38 USPQ2d 1461
(1996).  With the support of the
Federal Circuit, the written
description requirement of 35
U.S.C. §112, first paragraph has
become the method of choice for
limiting claims which judges view
as being overly broad.  

In Vas-Cath Inc. v. Mahurkar 19
USPQ2d 1111, 1117, the Federal
Circuit stated that “35 U.S.C. 112
requires a ‘written description of
the invention’ which is separate
and distinct from the enablement
requirement.  The purpose of the
‘written description’ is broader
than to merely explain how to
‘make and use’; the applicant
must also convey with reasonable
clarity to those skilled in the art
that, as of the filing date sought,
he or she was in possession of the
invention.  The invention is, for
purposes of the ‘written descrip-
tion’ inquiry whatever is now
claimed.” (emphasis in original).
The purpose of the written
description requirement has been
expanded by recent case law;
merely describing a claimed inven-
tion is not sufficient, it must also
be clear from the description that
the inventor believed the claimed

number of ways.  Markman,
although it had not yet been con-
sidered by the Supreme Court,
was relied upon in Hoechst
Celanese Corp. v. BP Chemicals,
Ltd., 38 USPQ2d 1126, 1128.
(Fed. Cir. 1996).  This decision
focused on the definition of the
word “stable” as it was used in the
claims.  In arriving at its holding,
the court considered 1) an explicit
definition of the term in the patent
specification, 2) testimony of tech-
nical experts, 3) dictionary defini-
tions and 4) testimony of the
inventor.  In the end, however, the
court based its holding on the
observation that, if BP’s interpreta-
tion of the claim were adopted, the
inventor’s preferred embodiment
would not be covered by the claim.
Accordingly, the court affirmed the
finding of infringement made by
the district court and adopted the
interpretation advanced by
Celanese.  This is an early case in
the current line of cases interpret-
ing the Written Description
requirement.  It employed a wide-
ranging analysis of the disputed
claim term.

In Vitronics Corp. v. Conceptronic
Inc., 39 USPQ2d 1573 (Fed. Cir.
1996), the Federal Circuit used the
same rationale to arrive at the
meaning of the term “solder reflow
temperature,” namely that the
interpretation which excludes the
preferred embodiment cannot be
correct.  In arriving at this inter-
pretation, the court outlined the
steps to be followed in interpreting
a claim.  The court cited Markman
for the proposition that intrinsic
evidence - the patent specification
and claims and the prosecution
history - should be considered
first.  To define how this evidence
should be considered, the court
laid out the following canons of
construction: “First, we look at the
words of the claims themselves,
both asserted and nonasserted to
define the scope of the patented
invention…. Although words in a
claim are generally given their
ordinary and customary meaning,
a patentee may choose to be his
own lexicographer and use terms
in a manner other than their ordi-
nary meaning…. Thus, second, it is
always necessary to review the
specification to determine whether
the invention has used any terms

subject matter to be the invention.
The effect of the new written
description requirement, as it has
been developed by the Federal Cir-
cuit, is to require the inventor not
only to enable a sub-combination
or modification but to affirmatively
state that it is the invention.

The court in Markman, however,
was careful to limit the role that
the patent description may have in
defining the invention.  “The writ-
ten description part of the specifi-
cation itself does not delimit the
right to exclude.  That is the func-
tion and purpose of the claims.
…Although the prosecution history
can and should be used to under-
stand the language used in the
claims, it too cannot ‘enlarge,
diminish or vary’ the limitations in
the claims.”  This caution against
overuse of the written description
has received less attention in more
recent cases.

Analyzing a Claim Under 
the Written Description 
Requirement

In a typical analysis to determine
whether a claim satisfies the writ-
ten description requirement, one
party advances a claim construc-
tion in which a particular term in
the claim is asserted to have a
particular meaning in light of the
patent description and the knowl-
edge of the skilled person.  The
side proposing this claim construc-
tion supports this construction in a
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Written Description Requirement
(continued from page 1)

RatnerPrestia recently welcomed
Shinya Jitshuhiro and Daniel
Caplan of Shiga International
Patent Office to our Wilmington
office. The visit strengthened rela-
tions with another of RatnerPres-
tia’s valuable
foreign associ-
ates. With con-
tacts in virtually
every country of
the world, Rat-
nerPrestia is well
positioned to aid
our U.S. clients
with work over-
seas, as well as
represent foreign
clients in their
intellectual prop-
erty dealings

here in the United States. Also
pictured are (left to right) Paul
Prestia, Frank Tise, Mr. Jitshuhiro,
Mr. Caplan, Joan Ploszay, Costas
Krikelis, and Pam Politis.



in a manner inconsistent with their
ordinary meaning…. Third, the
court may also consider the prose-
cution history of the patent, if in
evidence…. Only if there were still
some genuine ambiguity in the
claims, after consideration of all
available intrinsic evidence, should
the trial court have resorted to
extrinsic evidence, such as expert
testimony.”

In Vitronics, the Federal Circuit
found that the district court
improperly relied on expert testi-
mony to determine the meaning of
the term “solder reflow tempera-
ture,” stating, “[b]ecause the
specification clearly and unam-
biguously defined the disputed
term in the claim, reliance on this
extrinsic evidence was unneces-
sary, and hence, legally incorrect.”
The court distinguished between
extrinsic evidence needed to
understand the technology and
extrinsic evidence on the proper
construction of a disputed claim
term.  The former is permissible
while the latter is to be avoided.
“Even in those rare instances,
prior art documents and dictionar-
ies… are more objective and reli-
able guides.  Unlike expert testi-
mony, these sources are accessi-
ble to the public in advance of liti-
gation.”

Claims May Still be Expanded
by Written Description 
Analysis

The Federal Circuit has not limited
every claim that it has interpreted.
In Johnson Worldwide Associates,
Inc. v. Zebco Corp., 50 USPQ2d
1607 (Fed. Cir. 1999), the court
allowed the claim to cover an
embodiment that was not explicit-
ly described.  In this case, two
terms were crucial to the interpre-
tation of the claim: “heading” and
“coupled.”  The invention con-
cerned a trolling motor with a
heading lock that pulled a boat in
a direction indicated by the head-
ing lock.  Zebco asserted that the
use of the word “heading” was
limited to the direction of the
motor and, thus, required that the
heading lock be physically coupled
to the motor.  Zebco also asserted
that this construction was required
by the use of the word “coupled”
in the claim.
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The court found that the patentee
had varied his use of the term
“heading” in the specification,
sometimes to mean the heading of
the motor and sometimes to mean
the heading of the boat.  Accord-
ingly, he was not limited to a nar-
row interpretation of the term.  For
the use of the word “coupled,” the
court found that the use of the
term in the specification did not
support limiting its use in the claim
to a physical coupling.  “[M]ere
inferences drawn from the descrip-
tion of an embodiment of the
invention cannot serve to limit
claim terms.” 

Zebco also relied on prosecution
history, concerning other claims,
that distinguished a reference
because it did not use a “‘heading
signal… dependent solely on the
heading of the motor, and totally
independent of the orientation of
the vessel.’”  This statement in the
prosecution history was ignored,
however, as the claims to which it
related explicitly required a physi-
cal coupling between the compass
and the motor.  

Thus, the court allowed the claim
to cover Zebco’s device, which
device used a magnetometer in a
foot-pedal as the direction indicat-
ing device, even though the only
embodiment described by Johnson
used a compass physically coupled
to the motor housing.

The Relationship Between the
Written Description and
Enablement Requirements

A different result was reached later
the same year in Wang Laborato-
ries, Inc. v. America Online Inc.,
53 USPQ2d 1161 (Fed. Cir. 1999).
This case turned on the definition
of the word “frame.”  The invention
concerned an apparatus that dis-
played frames of video information
from a central computer on a dis-
play device.  Wang described only
a character-based method for dis-
playing the frames in which the
display screen is divided into a
matrix of characters and graphic
information is generated by using
a mosaic of characters.  Both par-
ties agreed that AOL did not use a
character-based technique but,
instead, used a bit-mapped

method in which each picture ele-
ment on the screen could be indi-
vidually addressed.

Wang argued that “even if the
specification is deemed to describe
only the character-based protocol
the claims should not be so limit-
ed, as the interchangeability of
character-based and bit-mapped
information protocols was known
at the time the invention was
made.”  Wang also argued that
“the character-based protocol is
simply a ‘preferred embodiment,’
and that the embodiment
described in the specification does
not set the boundaries of the
claims.”  The court, however, citing
General American Transportation
Corp. v. Cryo-Trans Inc., stated
that when the teaching of the
specification is “‘not just the pre-
ferred embodiment of the inven-
tion [but] the only one described’…
the claims were correctly inter-
preted as limited thereto.”  

The key factor in Wang, was not,
however, the construction of the
claim but the testimony of the
inventor.  In Wang, the inventor
admitted that, although he had
tried to implement a pel-based
protocol, he had been unable to do
so.  The court reasoned that,
because the inventor had not been
able to implement the pel-based
protocol, his patent application
could not have enabled it.  Thus,
in order for the patent to be valid,
it must be construed as covering
only the described character-based
protocol.  Here, the court empha-
sized that, while the written
description and enablement
requirements are distinct, a
description that does not enable a
claim cannot provide an adequate
written description of that claim.
The principal support for the Fed-
eral Circuit’s holding, however,
comes not from the written
description but from the inventor’s
testimony.  Similarly, inventor’s
testimony has been relied upon by
courts in other cases.  See Gentry
Gallery Inc. v. Berkline Corp., 45
USPQ2d 1498 (Fed. Cir. 1998).

Drafting the Patent 
Specification

Because a narrow description can
limit a claim and a broad descrip-



4

tion may encompass the prior art
and render a claim invalid a
patent practitioner can be neither
too specific nor too broad in
describing an invention.  In addi-
tion, the practitioner must be
careful in the use of absolutes and
in excessively praising aspects of
the described invention.  This was
the issue in SciMed Life Systems
v. Advanced Cardiovascular Sys-
tems, 58 USPQ2d 1059 (Fed. Cir.
2001).  The invention in this case
was a dual-lumen balloon
catheter.  The two lumens may
occur in two configurations, side-
by-side and coaxial.  While the
claim language did not specify a
particular configuration, the court
limited the claim to cover only the
coaxial configuration because of
explicit statements made in the
patent specification.  The court
found, for example, that SciMed
had distinguished its invention
over side-by-side configurations
by stating its advantages over
those configurations.  In addition,
the court noted many instances in
the specification where SciMed
refers to its catheters as being
coaxial or annular.  The most com-
pelling statement for the court,
however, was “‘[t]he intermediate
sleeve structure defined above is
the basic sleeve structure for all
embodiments of the present
invention contemplated and dis-
closed herein- namely, an inner
core tube bonded to a distal por-
tion of the main catheter shaft,
with an outer sleeve forming an
annular continuation of the infla-
tion lumen through the main shaft
between the core tube and outer
sleeve.’” (emphasis in original).
The court found that because the
patent specification explicitly lim-
its all embodiments of the inven-
tion to have the coaxial structure,
the claims cannot encompass any
other structure.

To rebut SciMed’s contention that
the court was reading limitations
from the specification into the
claim, the court stated, “[w]here
the specification makes clear that
the invention does not include a
particular feature, that feature is
deemed to be outside the reach of
the claims of the patent, even
though the language of the
claims, read without reference to
the specification might be consid-
ered broad enough to encompass

the feature in question.”  Thus, in
SciMed, the court amplified its
position to effectively create a
“specification estopple,” similar to
prosecution history estopple
except that it applies to literal
infringement, not just to infringe-
ment under the Doctrine of Equiv-
alents.

Written Description Analysis or
Reading Claim Limitations from
the Specification?

In Interactive Gift Express v. Com-
puserve, Inc.,  59 USPQ2d 1401
(Fed. Cir. 2001), the court
attempted to address the differ-
ence between interpreting a claim
in light of the specification and
reading a limitation from the claim
into the specification.  The subject
matter of this case is a system for
remote delivery of information in
material objects.  The invention,
as described in the specification,
allowed a customer to purchase a
compact disc containing music or
programs at an “information man-
ufacturing machine.”  The informa-
tion recorded on the compact disc
is provided from a remote source.
The claim interpretation performed
by the court construed the mean-
ing of five terms, “point of sale
location,” “material object,” “infor-
mation manufacturing machine,”
“authorization code” and “real-
time transaction.”

In interpreting the claim term
“point of sale location” the ques-
tion was whether this location
could be in a home.  The court
analyzed the specification and
determined that the definition pro-
vided by the inventor did not pre-
clude the point of sale location
from being in a home and further
noted that one of the embodi-
ments described a vending
machine that could be used in a
home.  The court found that “the
intrinsic evidence unambiguously
allows a home to serve as a point
of sale location.”  Compuserve had
cited extrinsic evidence in the
form of dictionary definitions of
“point of sale” in support of its
contention that a “point of sale
location” could not be in a home.
Because the court found no ambi-
guity after analyzing the intrinsic
evidence, however, it found that
there was no need to consider this
extrinsic evidence.

Another example is the interpreta-
tion of the term “material object.”
One contested feature of the
“material object” was whether it
was removable from the “informa-
tion manufacturing machine”
(IMM).  IGE contended that the
patent specification did not require
that it be removable but the court
found otherwise.  “The emphasis
of the specification on distribution
and sale consistently reveals that
the material objects are intended
to be separate from the IMM,
removed from the IMM, and used
apart from the IMM.”  Thus, rather
than just relying on the words of
the specification, the court looks
to the intent of the inventor as
ascertained from the intended use
of the invention.

Conclusion

The lesson to be learned from
these cases is that the specifica-
tion, the prosecution history and
the inventor’s intent, as may be
inferred from his or her testimony,
can be extremely relevant to the
literal coverage that is afforded a
patent claim.  The “canons of con-
struction” provide tools that may
be used to discern the limits of the
invention using the claims, specifi-
cation and the prosecution history.
Rather than relying only on the
language of these documents,
however, these cases appear to
allow the court to look to the
intent of the inventor.  The
increased use of the canons of
construction resulting from Mark-
man hearings is reducing the
notice function of the claims.  Care
must be exercised in applying
these canons so that they do not
revert to their reputation in Auto-
giro Co. of America v. United
States, 155 USPQ 697 (US Ct. Cls.
1967),  where the court stated
“[p]atent law is replete with major
canons of construction of minor
value which have seldom provided
useful guidance in the unraveling
of complex claims.  Instead, these
canons have only added confusion
to the problem of claim interpreta-
tion.” ■



RatnerPrestia is proud to announce
that Ellen E. Fielitz has passed the
Pennsylvania Bar Examination and has
now become an associate of the firm.
Ellen has been a Summer Associate
and a Scientific Advisor at RatnerPres-
tia while she attended law school in the
evening.  Ellen received her Juris Doc-
tor from Temple University and her
Bachelor of Science in Mechanical Engi-
neering from Widener University.  She
will focus her practice in all areas of
intellectual property law.  
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Announcing
• Preparing Trademark applica-
tions has just become easier
thanks to a new publication titled,
“Preparing U.S. Trademark Appli-
cations: Avoiding Common Mis-
takes.”  This book provides easy-
to-follow instructions on how to
successfully prepare a trademark
application, which can often be a
time-consuming task.  Covering
everything the reader will need to

know from the
basic require-
ments of an
application to
comprehensive
analyses of sit-
uations involv-
ing incorrect or
i n c o m p l e t e
entries, this
book success-
fully helps to
make the

process of writing a trademark
application quick and easy.  The
book was co-authored by Ratner-
Prestia’s Jim Simmons.

• “How to Protect and Benefit
From Your Ideas” is a new book
published by the American Intel-
lectual Property Law Association, a
national bar association consisting

of a wide spectrum of lawyers.
This book fully explains the
process of protecting an idea con-
taining details from start to finish,
including how to make a profit.
Providing information on where to
seek help, the book also gives the
reader the resources he or she will
need to further an idea.  This book
was also co-authored by Jim Sim-
mons.

• Ken Nigon’s
article “Main-
taining Your
C o m p e t i t i v e
Advantage:  A
Periodic Intel-
lectual Proper-
ty Audit” was
published in
the September
edition of The
Patent Journal.

• As noted on page 1 with the lead
article, Ken Nigon’s work, “The
Written Description Requirement”
has been published in the Journal
of Patent & Trademark Office Soci-
ety, September 2002 edition.

• Christopher R. Lewis, a share-
holder with RatnerPrestia, has

been elected
Chair of the
Ph i l a de l ph i a
Local Chapter
of the Licens-
ing Executives
Society of USA
& Canada.
Chris will serve
a one-year
term as Chair
and plans to
i n c o r p o r a t e

some exciting changes.  He and
the Outreach Committee have
committed themselves to improv-
ing educational and networking
opportunities through the local
chapter.  Seven meetings, with
relevant topics, are being planned
for October through May, 2003,
and the meetings will take place
at some new venues throughout
the year.  ■



local Bar Associations.  Barb is also
IP chair of The Association of Legal
Administrators, which held its
Intellectual Property Retreat at The
Radisson Resort & Spa in Scotts-
dale, Arizona on September 26 and
27, 2002.  The retreat theme
focused on emerging trends and
the issues and challenges faced in
the areas of intellectual property
management.  Robert P. Seitter,
formerly Associate General Coun-
sel and Patent Counsel with ITT
Corporation and now Of Counsel
with RatnerPrestia, along with
William F. Marsh, Assistant General
Counsel of Air Products and Chem-
icals, Inc., discussed the expecta-
tions of outside counsel from an
in-house perspective. 

• The Entrepre-
neurs’ Forum of
Greater Philadel-
phia has elected
R a t n e r P r e s t i a
shareholder, W.
Mark Mullineaux,
as Vice President
of Programs.  As
the Vice President
of Programs, Mark

will be responsible for producing all
of the Forum’s monthly programs.
With the help of other officers,
Mark will select the topics for the
forum, select the location, find and
select the panel members, and
facil itate the panel members’
preparation for the program.  The
Entrepreneurs’ Forum of Greater
Philadelphia is an organization
established to provide the emerg-
ing business community with edu-
cation and information from a wide
variety of sources, including other
innovative companies and entre-
preneurs. ■

• Jacques L.
Etkowicz of Rat-
nerPrestia spoke at
the recent Ameri-
can Intellectual
Property Law Asso-
ciation’s Advanced
Computer and
Electronic Patent
Practice Seminar
held in both

Boston and Chicago.  Jack’s pre-
sentation titled, “Business Method
Patent Searching, Non-Patent Prior
Art Sources” covered resources
used by patent searchers for com-
puter software and business
method inventions.  Approximately
60 people attended each of the
seminars.

• Jack was also among a panel of
speakers at the recent Partnering
in Patents IX Seminar held in
Arlington, Virginia on October 16,
2002. Topics discussed included
restriction practice in the electri-
cal/electronic arts, the doctrine of
equivalents in view of Festo and
provisional applications in view of
New Railhead.  Jack’s presentation
focused on PTO and Patent Bar
practice tips.  The seminar was
sponsored by the United States
Patent and Trademark Office Elec-
trical Groups and The American
Intellectual Property Law Associa-
tion Electronic and Computer Law
Committee.

• RatnerPrestia shareholder Joshua
L. Cohen was invited to return as a
faculty member at the annual
“Patent Prosecution Basic Training
Seminar” CLE program held
August 21 through 24 in Arlington,
Virginia.  Josh conducted a “Claims
Drafting Workshop,” which is
designed to provide new practi-

tioners with practi-
cal instruction in
drafting patent
claims, including
specific claim
drafting tips that
apply to particular
technologies.  The
workshop provided
a venue for shar-
ing the knowledge

of experienced practitioners with
those just starting the practice of
intellectual property law.  

• Benjamin E.
Leace, a share-
holder with Ratner-
Prestia, served as
a table topic mod-
erator at the annu-
al International
Trademark Associ-
ation (INTA) meet-
ing recently held in
Washington D.C.

Ben moderated a discussion group
that discussed what in-house
counsel expects of outside counsel
and vice versa.  INTA is an inter-
national organization of trademark
owners and professionals dedicat-
ed to the support and advance-
ment of trademarks.

• Barbara A. Foley,
the Executive
Director of Ratner-
Prestia, served on
a 3-person panel
at the seminar
series, “The
Changing Role of
The Legal Secre-
tary.” The seminar
series was offered

by the Association of Legal Admin-
istrators Independence Chapter
and was sponsored by various

RatnerPrestia specializes in patent, trademark, and copyright matters and realizes an obligation to keep its clients, and others, informed in those
areas. The articles in this newsletter are intended to provide only a brief, general overview of each subject and are not necessarily the opinion of

this firm. Nothing herein should be construed as legal advice. RatnerPrestia recommends that readers seek specific information and/or legal
advice on particular matters of concern.
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